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DETAILED ACTION 
Response to Amendment 

The amendment filed 08/1 1/2004 has been entered. 

Response to Arguments 

1 . Applicant's arguments in view of the certified English translation of the foreign 
priority document, see response, filed 8/1 1/04, with respect to the rejection(s)of claim(s) 
1-13 under 103 rejections over SHINDO et al have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of TAMURA et al and 
OHTSUKA et al. 

Claim Rejections - 35 USC §112 

2. Dependent claims 14, 15 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. In claims 14, 15, it's not clear the 
relationship between the phone and the print order acceptance system. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 10 (method 1 ), 1-5 (apparatus 1 ) are rejected under 35 U.S.C. 102(e) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
OHTSUKA et al (US 6,788,425). 

As for Independent method 1 claim 10, OHTSUKA et al discloses a print order 
acceptance method for accepting an order for printing images on the basis of digital 
image data, comprising the steps of: 

(a) transferring to a 1 st printer (Fig. 1 (20)) ordered image data and order 
information, and 

(b) instructing a 2 nd printer (col. 4, lines 55-60) to print a voucher (receipt) 
including details of the order on the basis of the order information, {see Figs. 1, 3, 9, 
c4:55-67, c5:1-32, c9:50-67}. 
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Alternatively, it would have been obvious to call the printer which prints the 
content of the print order information a voucher printer as mere using other equivalent 
term. 

As for independent apparatus 1 claim 1, which is the apparatus to carry out the 
method of claim 10, the order acceptance machine is shown in Fig. 4 (or Fig. 3) wherein 
the image printer is element (20), the voucher printer is the printer that prints printout 
copy 15b and the ordering images and information are shown in Fig. 9. 

* 1 As for dep. claim 2 (part of 1), which deals with the intended use of the 
voucher, i.e. ascertaining printouts of images, this carries no patentable weight in an 
apparatus claim which only gives patentable weight to system structural elements or 
structures. Moreover, this is also taught in OHTSUKA et al Fig. 9. 

* 2 As for dep. claim 3 (part of 1), which deals with other elements of the print 
order acceptance system, i.e. means for displaying images, this is shown in Fig. 1 and 3 
(12). 

* 3,4 As for dep. claims 4, 5 (part of 1), which deals with the type of images 
received and/or produced, i.e. thumbnail images, these are fairly taught in Fig. 9. Note 
also that the type of images received is non-essential to the scope of the claimed 
invention since it appears that it can receive any type of images. 
6. Claims H, 13, 6-9, 12-13, and 15 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over OHTSUKA et al in view of SPARKS et al (US 6,167,382). 
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As for Independent method 2 11_ , OHTSUKA et al discloses a print order 
acceptance method for accepting an order for printing images on the basis of digital 
image data, comprising the steps of: 

(a) transferring to a 1 st printer (Fig. 1 , (20)) ordered image data and order 
information, and 

(b) transmitting, to a person who has placed the order, thumbnail images 
corresponding to image data which have been transferred to the image printer and the 
order information (or confirming the contents of the order) {see c20:32-60}. OHTSUKA 
et al discloses the claimed invention except for carrying out the communication or 
informing of step (b) in the form of an electronic mail or the type of transmission, by 
electronic mail. 

In a similar image printing network system, SPARKS et al is cited to teach well 
known practice of communicating/transmitting with the customer ordering confirmation 
using electronic means, i.e. e-mail {see Fig. 9, 49-53, especially Figs. 59-62, col. 1 or 2, 
abstract}. It would have been obvious to modify the transmitting of step (b) of 
OHTSUKA et al by using well known global computer network system, i.e. Internet with 
email capacity, to allow effective communication and remote order as taught by 
SPARKS et al above. 

* 1 As for dep. claim 13 (part of H) which deals with how the ordering step is 
carried out, i.e., by e-mail and at a designated address, see SPARKS et al Figs. 59-62. 

As for independent apparatus 2 claim 6, which is the apparatus to carry out the 
method of claim 10 above, the order acceptance machine is shown in Fig. 4 (or Fig. 12) 
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wherein (a) the image printer is element (220 or 130), and (b) the electronic mail 
transmission means which communicates with the person who has placed an order and 
in the form of an electronic mail is shown in SPARKS et al described in the rejection of 
claim 1 above. 

M * 2,3 As for dep. claims 7, 8, 9 (part of 6), these are taught in the combination of 
OHTSUKA et al in view of SPARKS et al and in view of Figs. 1 and 9 of OHTSUKA et al 
and Figs. 59-62 of SPARKS et al. 

M As for dep. 12 (part of 6), this is taught in Figs. 59-62 of SPARKS et al. 

5 As for dep. 15 (part of 6), the use of other access device by the client for 
portable convenience, i.e. cellular phone, would have been obvious as mere using other 
similar device to access the ordering system, absent evidence of unexpected results. 

7. Claims 10 (method 1 ), 1-5, 14 (apparatus 1 ), 11, 13 (method 2 ), 6-9, 12 and 15 
(apparatus 2 ) are rejected (2 nd ) under 35 U.S.C. 103(a) as obvious over TAMURA et 
al (US 6,771,896). 

As for Independent method 1 claim 10, TAMURA et al discloses a print order 
acceptance method for accepting an order for printing images on the basis of digital 
image data, comprising the steps of: 

(a) transferring to a 1 st printer (130 or 220) ordered image data and order 
information, and 
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(b) instructing a 2 nd printer (212) to print a voucher (receipt) including details of 
the order on the basis of the order information, {see Fig. 4, 12, 13(a), 13(b), col. 19, 
lines 40-67 (or c4;40-67), c20:1-50}. TAMURA et al discloses the claimed invention 
except for (b) printing a receipt including details of the order and thumbnail images 
corresponding to image data which has been transferred to the image printer. 

However, on c20:32-49, TAMURA et al discloses the teaching of confirming the 
contents of the order by selecting a preview mode on the camera device which shows 
the thumbnail images corresponding to images for which prints are desired and the 
number of prints and displayed in the running state as shown in Figs. 13(a)-13(b), thus 
inherently preventing ordering errors. Therefore, it would have been obvious to modify 
the teachings of TAMURA et al above by including in (b) a printout of thumbnail images 
corresponding to images for which prints are desired and the number of prints as taught 
above if complete information of the order and print out copy are desired. 

As for independent apparatus 1 claim 1, which is the apparatus to carry out the 
method of claim 10, the order acceptance machine is shown in Fig. 4 (or Fig. 12) 
wherein the image printer is element (220 or 130), the voucher printer is element 212 
and wherein the motivation for printing the thumbnail images in the voucher is cited in 
claim 10 above. 

* 1 As for dep. claim 2 (part of 1), which deals with the intended use of the 
voucher, i.e. ascertaining printouts of images, this carries no patentable weight in an 
apparatus claim which only gives patentable weight to system structural elements or 
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structures. Moreover, this is also taught in TAMURA et al as indicated in claim 10 
above. 

* 2 As for dep. claim 3 (part of 1), which deals with other elements of the print 
order acceptance system, i.e. means for displaying images, this is shown in Fig. 13 (a), 
13(b), and/or Fig. 4 (224). 

* 3,4 As for dep. claims 4, 5 (part of 1), which deals with the type of images 
received and/or produced, i.e. thumbnail images, these are fairly taught in Figs. 13(a), 
13(b) or Fig. 12 or 9. Note also that the type of images received is non-essential to the 
scope of the claimed invention since it appears that it can receive any type of images. 

5 As for dep. 14 (part of 1), TAMURA et al discloses the communication with the 
user/client using portable cellular phone {see c9:47-50}. The use of other 
similar/equivalent portable phone for displaying images if desired would have been 
obvious as merely using other similar/equivalent device to achieve similar/equivalent 
results, absent evidence of unexpected results. Surely, an image display is normally 
better than a text/data display or would have been obvious if an image display is 
desired. 

As for Independent method 2 TAMURA et al discloses a print order 
acceptance method for accepting an order for printing images on the basis of digital 
image data, comprising the steps of: 

(a) transferring to a 1 st printer (130 or 220) ordered image data and order 
information, and 
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(b) transmitting, to a person who has placed the order, thumbnail images 
corresponding to image data which have been transferred to the image printer and the 
order information (or confirming the contents of the order) {see c20:32-60}. TAMURA et 
al discloses the claimed invention except for carrying out the communication/informing 
of step (b) in the form of an electronic mail or the type of transmission, by electronic 
mail. However, on col. 13:10-12, TAMURA et al general discloses the 
communicating/informing of the user from the print order acceptance system bv 
electronic mail , therefore, it would have been obvious to carry out the 
communication/informing of step (b) by email as mere applying similar teaching to other 
similar communication step to achieve similar results, absent evidence of unexpected 
results. 

* 1 As for dep. claim 13 (part of H) which deals with how the ordering step is 
carried out, i.e., by e-mail and at a designated address, in view of the general teaching 
of communicating/informing of the user from the print order acceptance system by 
electronic mail, therefore, it would have been obvious to apply the same method for 
placing order as mere applying similar teaching to other similar communication step to 
achieve similar results, absent evidence of unexpected results. 

As for independent apparatus 2 claim 6, which is the apparatus to carry out the 
method of claim 10 above, the order acceptance machine is shown in Fig. 4 (or Fig. 12) 
wherein (a) the image printer is element (220 or 130), and (b) the electronic mail 
transmission means which communicates with the person who has placed an order and 
in the form of an electronic mail is shown described on col. 13, lines 10-13. As for the 
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ordering in the form of an electronic mail, this is rejected for the same reason set forth in 
claims 10 and 13 above. 

* 1 - 2 ' 3 As for dep. claims 7, 8, 9 (part of 6), which have similar limitations as in 
dep. 3, 4, 5, above respectively, they are rejected for the same reasons set forth in 
claims 3, 4, 5 above. 

4 As for dep. 12 (part of 6), which has similar limitations as in dep. 13 above, it's 
rejected for the same reasons set forth in dep. claim 13 above. 

5 As for dep. 15 (part of 6), TAMURA et al discloses the communication with the 
user/client using portable cellular phone {see c9:47-50}. The use of other 
similar/equivalent portable phone for displaying images if desired would have been 
obvious as merely using other similar/equivalent device to achieve similar/equivalent 
results, absent evidence of unexpected results. Surely, an image display is normally 
better than a text/data display or would have been obvious if an image display is 
desired. 

8. Claim 14 is rejected (2 nd ) under 35 U.S.C. 103(a) as being unpatentable over 
TAMURA et al as applied to claims 1-5 above, and further in view of CONE et al or 
NARAYANASWAMY et al. 

The teaching of TAMURA et al is cited above. TAMURA et al teaches the 
communication with the user/client using portable cellular phone {see c9:47-50}. CONE 
et al or NARAYANASWAMY et al is cited to teach the use of portable cellular phone 
with screen for viewing of virtual image of video information received via a wireless 
communication network {see CONE et al Fig. 1, or 2 or [0004, 0021], or 
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NARAYANASWAMY et al Fig. 1A, 1B or Fig. 4, col. 2, lines 20-30}. It would have been 
obvious to modify the portable cordless phone of TAMURA et al by using portable 
cellular phone with screen for viewing of virtual image of video information received via 
a wireless communication network as taught by CONE et al or NARAYANASWAMY et 
al to allow viewing of virtual image of video information if desired. 
9. Claim 15 is rejected (2 nd ) under 35 U.S.C. 103(a) as being unpatentable over 
TAMURA et al as applied to claims 6-9, 12 above, and further in view of CONE et 
al or NARAYANASWAMY et al. 

The teaching of TAMURA et al is cited above. TAMURA et al teaches the 
communication with the user/client using portable cellular phone {see c9:47-50}. CONE 
et al or NARAYANASWAMY et al is cited to teach the use of portable cellular phone 
with screen for viewing of virtual image of video information received via a wireless 
communication network {see CONE et al Fig. 1 , or 2 or [0004, 0021], or 
NARAYANASWAMY et al Fig. 1A, 1B or Fig. 4, col. 2, lines 20-30}. It would have been 
obvious to modify the portable cordless phone of TAMURA et al by using portable 
cellular phone with screen for viewing of virtual image of video information received via 
a wireless communication network as taught by CONE et al or NARAYANASWAMY et 
al to allow viewing of virtual image of video information if desired. 
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Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

Watanabe et al, US 6,578,072, cited earlier in the 1 st office action, discloses well 
known network photograph service system for ordering the images online. This 
could be used to teach online ordering with any of the reference cited above. 



No claims are allowed. 
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1 1 . Telephone inquiries regarding the status of applications or other general 
questions, by persons entitled to the information, should be directed to the group clerical 
personnel and not to the examiner. As the official records and applications are located 
in the clerical section of the examining Tech Center, the clerical personnel can readily 
provide status information without contacting the examiner. See MPEP 203.08. The 
Tech Center clerical receptionist number is (703) 308-1 113 
Or http://pair-direct@uspto.gov . 

In receiving an Office Action, it becomes apparent that certain documents are 
missing, e. g. copies of references, Forms PTO 1449, PTO-892, etc., requests for 
copies should be directed to Tech Center 3600 Customer Service at (703) 306-5771 , or 
e-mail CustomerService3600@uspto.gov . 

Any inquiry concerning the merits of the examination of the application should be 
directed to Dean Tan Nguyen at telephone number (703) 308-2053 . My work schedule 
is normally Monday through Friday from 7:00 am through 4:30 pm. 

Should I be unavailable during my normal working hours, my supervisor John 
Weiss may be reached at (703) 308-2702. The FAX phone numbers for formal 
communications concerning this application are (703) 305-7687 . Informal 
communications may be made, following a telephone call to the examiner, by an 
informal FAX number to be given. 
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